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Whatsina
Domain Name”?

Famous Names and the UDRP

BY LEIGH AUGUSTINE AND ZACH WARKENTIN

The Uniform Domain-Name Dispute Resolution Policy governs alternative dispute

resolution of complaints about domain name registrations. This article describes
the Policy and uses case summaries to illustrate key practice tips.

magine six weeks before the Olympic

Games, a couple walks into your office

with an urgent dilemma: their son, who

was in the U.S. Ski Team’s development
program, unexpectedly earned a spot on the “A”
Team and was headed to the Olympics. Along
with the elation one would expect with such an
honory, this newfound fame might also create
some legal challenges. For example, the couple
might ask why, when they typed in theirson-
sname.com, they were automatically forwarded
to a pornographic website. You would have to
explain that after their son’s name had hit the
headlines—but before they were able to register
theirsonsname.com—an opportunistic third
party purchased the domain name in question.
Then, to create a bit more urgency than merely
“parking” the domain, the third party had set
it to forward to the pornographic website. You
would have to tell the couple that this third party
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was likely just waiting for a phone call from the
athlete or his representative in an attempt to
make some quick cash, and advise them about
their legal options to resolve the situation.

This article discusses domain name disputes
under the Uniform Domain-Name Dispute Res-
olution Policy (UDRP). It provides an overview
and brief history of the UDRP and summarizes
several UDRP disputes regarding celebrities,
politicians, and names used as trademarks.
The article also highlights key takeaways from
those cases.

A Brief History of UDRPs

In the 1990s, a new property issue arose from
the advent of widespread Internet access and
domain name registration: cybersquatting.
One infamous cybersquatter, Dennis Toeppen,
registered hundreds of domain names, including
panavision.com, deltaairlines.com, eddiebauer.
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com, and yankeestadium.com.' He then used
those registrations to try to coerce money from
the rightful trademark owners.

In 1999, largely in response to cybersquat-
ting, Congress passed the Anti-Cybersquatting
Consumer Protection Act (ACPA),2 which
defined cybersquatting as the registration,
trafficking, or use of a domain name in a bad
faith attempt to profit from another’s trade
or service mark.? The ACPA created a cause
of action against those who use confusingly
similar or dilutive domain names.

Around the same time, the Internet Cor-
poration for Assigned Names and Numbers
(ICANN),* the nonprofit organization tasked
with managing the Internet’s global domain
name system, approved the first version of a
worldwide UDRP? The UDRP offers an aggrieved
party (a complainant) a quick, simple, and
international means of challenging a domain



name registration through alternative dispute
resolution when it believes a third party (a
registrant) is infringing or diluting its brand,
or as in Toeppen’s case, if the cybersquatter
merely purchased a domain name quickly and
did not have a legitimate commercial purpose
for doing so.°

ICANN uses “registrars,” which are com-
panies it accredits to offer domain registration
services, such as GoDaddy and Network Solu-
tions.” Whenever a registrant registers adomain
name, the registrar requires the registrant to
consent to the UDRP as part of the domain
name registration agreement.

The UDRP allows complainants to adjudicate
domain name disputes via five third-party me-
diators,? such as the World Intellectual Property
Organization’s Arbitration and Mediation Center
(WIPO)® and the National Arbitration Foun-
dation (NAF), which use one- or three-person
panels (Panels) to decide the disputes.'° Panel
decisions are enforceable internationally.™

Registration agreement provisions vary, but
generally, when a party believes a domain name
violates its intellectual property rights, it may
file a complaint with any of the five tribunals.'?
The tribunal immediately contacts the registrar,
which (1) notifies the domain registrant of the
complaint filing, and (2) places a “registrar
lock” on the subject domain name' to prevent
“cyberflight.”'* The registrar lock precludes
modification, deletion, or alienation of the
domain name, as well as modification of the
domain name contact’s details. This is typically
the end of a domain name registration dispute,
because a majority of domain name owners do
not respond to complaints.'

WIPO in Geneva, Switzerland handles most
UDRP proceedings.'® WIPO decided the first
UDRP case on January 14, 2000, in a dispute
over the domain name “worldwrestlingfedera-
tion.com.” In that case, WIPO ruled the registrant
registered the domain name in bad faith and
solely for the purpose of attempting to sell it
to the World Wrestling Federation (WWF), a
then-existing, commercially successful sports
and entertainment corporation. The WIPO panel
ordered the registrar to transfer the domain
name to the WWE

Pursuant to the UDRP, a tribunal can order

‘/\/

14

Registration
agreement
provisions vary,
but generally,
when a party
believes a domain
name violates
its intellectual
property rights,
it may file a
complaint with
any of the five
tribunals.

b

the transfer or cancellation of, or changes
to, a domain name pursuant to the terms of
the registrar’s registration agreement.’® Upon
such an order, the registrar has the authority
to directly transfer the domain name without
the registrant’s authorization. The scope of
any UDRP decision is limited to deciding who
has superseding rights in the domain name;
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monetary awards or equitable remedies are
not available. However, the losing party may
subsequently challenge a Panel’s decision via a
civil claim in an appropriate jurisdiction, which
is generally where the respondent is located."
WIPO handles approximately 2,000 to 3,000
cases per year, covering between 3,000 and 5,000
domain names.* WIPO fees typically costbetween
$1,500 and $5,000, depending on the number
of domain names at issue and the number of
arbitrators (one or three) a party requests to
decide the issue. Most UDRP cases result in
transferring the domain name to the complainant.
Of the 2,538 WIPO cases filed in 2017, only 171
(7%) had the complaint denied, leaving 2332
(92%) to be transferred to the complainant, with
35 cases (1%) canceled before an arbitrator’s
ruling.* The overwhelming reason for these
results is respondents’ failure to file a response.
UDRP disputes are adjudicated quickly.
After commencement of a WIPO proceeding,
which is filed and paid for online, the regis-
trar typically locks down the domain name in
question within four hours. Within 24 hours,
WIPO generally replies to the complainant with
a case number and notifies the respondent of
the 20-day deadline to file a response.?* After
expiration of the 20 days, WIPO assigns the case
to a Panel,” which has 14 days after appointment
to adjudicate the case based on the pleadings.*
To win, a complainant must show three things:
= the subject domain name is identical or
confusingly similar to a mark in which
the complainant has rights;
= the respondent does not have any rights
or legitimate interests in the domain
name; and
= the respondent registered and used the
domain name in bad faith.»
The bad faith element is often the most
difficult to prove. Bad faith may be established
by showing:*
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1. circumstances indicate the domain name
wasregistered or acquired primarily for the
purpose of selling, renting, or otherwise
transferring the domain name registration
to the owner of the trademark or service
mark (normally the complainant), or to
a competitor of that complainant, for
valuable consideration in excess of the
respondent’s out-of-pocket costs directly
related to the domain name;

2. the domain name wasregistered to prevent
the trademark or service mark owner from
reflecting the mark in a corresponding
domain name, provided the respondent
has engaged in a pattern of such conduct;

3. the domain name was registered primarily
for the purpose of disrupting the business
of a competitor; or

4. by using the domain name, the respondent
intentionally attempted to attract Internet
users to the respondent’s website or other
online location for commercial gain by
creating a likelihood of confusion with
the complainant’s mark as to the source,
sponsorship, affiliation, or endorsement
of the respondent’s website or location, or
of a product or service on the respondent’s
website or location.

Snapshots of Domain Name Cases

The following case summaries illustrate a variety
of UDRP disputes involving (1) the actual name
of a famous individual, (2) the stage name of a
famous individual, (3) an individual’s name that
is also a registered trademark, or (4) politicians’
names. The general rule is while the UDRP does
notspecifically protect personal names, where a
complainant can demonstrate use of the name
as amarkin trade or commerce, he or she may
be able to establish intellectual property rights
in the name.*

Use of Actual Names
> juliaroberts.com.? After registering the do-
main name, the respondent placed it for auction
on eBay. The respondent had also registered
50 other domain names and received offers as
high as $2,550 for the subject domain name.
Holding. WIPO ordered the domain to be
transferred to Roberts. It ultimately found the
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domain name was identical to Roberts’s common
law trademark in her name; the respondent had
no rights or legitimate interests in the domain
name; and the respondent registered and used
the domain name in bad faith by attempting to
auction the name to the highest bidder.
Takeaway. As one of the first celebrity cases (it
was heard by WIPO four months after the world-
wrestlingfederation.com case), the juliaroberts.
com dispute is a seminal case for establishing the
elements ofa celebrity UDRP claim. Moreimportant,
it was the first UDRP adjudication recognizing
common law rights in a person’s name.*
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» mickjagger.com.* The respondent purchased
the domain name, and then linked it to a por-
nographic website.

Holding. The Panel ordered the domain
name transferred. The Panel stated, “Com-
plainant has presented clear and convincing
evidence that the Complainant holds a common
law trademark in his famous name . . . even
without registration at the United States Patent
and Trademark Office”* (Emphasis added.)

Takeaway. This case was heard at the NAF,
which came to the same conclusion as WIPO in
the Roberts case. NAF went a step further, however,
by including the emphasized language, thereby
memorializing the rule that there are common
law rights in famous names used in commerce.

» venusandserenawilliams.com.?? The re-
spondent registered venusandserenawilliams.
com, and shortly thereafter registered similar
domain names with .net and .org extensions.
The respondent then placed the .com website
“under construction” with a statement that
the domain name “may go to auction.”*® The
respondent was, however, “open to offers over
$1 million dollars.”** After contact with the
respondent, the Williamses’ representatives
filed a complaint.

Holding. The Panel ordered the domain
name transferred. The Panel held the respondent
registered the domain names with the sole intent
to extort money from the Williams sisters, and
bad faith was easily proven.*

Takeaway. This matter further reinforces
the existence of common law rights in famous
names used in commerce. Additionally, the
mere threat to auction the domain name was
sufficient to constitute bad faith.3

» annanicolesmith.com.*” The respondent
purchased annanicolesmith.com and set up
an unofficial “fan club site” there.

Holding. The Panel denied the transfer
request. The complainant could not establish bad
faith because the respondent had a legitimate
interest in the fan site.

Takeaway. The arbitrator attempted to
establish a precedent on just how famous one
needs to be to establish common law rights
in his or her name, stating “[t|he mere fact of



having a successful career as an actress, singer
orTV program star does not provide exclusive
rights to the use of a name under the trademark
laws. The cases require a clear showing of high
commercial value and significant recognition
of the name as solely that of the performer.”®

> alleewillis.com.?® The complainant was a
well-known songwriter who wrote hits for such
artists as Earth, Wind & Fire, Bonnie Raitt, Ray
Charles, Diana Ross, Aretha Franklin, and Tina
Turner. She also wrote the theme song to the
television show Friends, “I'll Be There For You.”
The respondent claimed that “[e]xcept for her
inside crowd and some trivia fanatics, no one
knows who Allee Willis is, whereby no common
law trademark could exist” and offered to sell
the domain name to Willis for $25,000.4°

Holding. The Panel ordered the domain
name transferred.

Takeaway. The fact Willis was a well-known
song author who worked closely in commerce
with many professional musicians was sufficient
to establish common law rights in Willis’s name.

» patbenatar.com.* Complainant, the mer-
chandising corporation for the famous musician,
registered PAT BENATAR with the U.S. Patent
and Trademark Office (USPTO) in 2000 (Class 9
for CDs and DVDs) with a listed first use in 1979.
Therespondent registered the disputed domain
name in December 1998 and established a fan
website that displayed a history of Benatar and
herband, and listed a discography and pastand
future tour dates. The respondent also placed
a clear disclaimer on the site that it did not
have any formal association with Benatar. In
October 2000, the complainant sent a message
to the respondent inquiring as to the purpose
of the site and requesting a link to Benatar’s
official website at www.benatar.com “so there
isno confusion.”*? In response, the respondent
consistently disclaimed any interest in selling
or transferring the disputed domain name,
and stated his intention to continue operating
the fan site.

Holding. The Panel denied the complaint.
The “[cJomplaint failed to disclose material
facts,” including that its trademark registration
happened after the respondent’s registration of

PRACTICE POINTS FOR UDRP CASES

These UDRP cases signal several key practice points:

Whenever possible, register a domain name with a federal (country)

trademark before a cybersquatter has the chance to purchase a domain
name.' A trademark application may be considered in a UDRP dispute
proceeding if its application date precedes the respondent’s filing date for
the domain name. Regardless, if your celebrity, business, or politician client
uses his or her name in commerce, register a trademark related to those

goods or services.

Proving the respondent registered and used the domain name “in bad
faith”? is extremely difficult. Prepare your case accordingly.

Be careful when corresponding with cybersquatters because what you
3 say can be used against you. Additionally, if the cybersquatter senses
that a UDRP proceeding is about to be filed, the cybersquatter might
transfer the domain name to a third party or an alias, thus frustrating the
process. Once you can clearly show bad faith, file the UDRP proceeding
immediately and without conferring with the opposing side.

Be cognizant of predecessors-in-interest, which could have an
agreement that the UDRP Panel finds to be detrimental to the

complainant.

5 As with any legal proceeding, get bad facts out in the open right away.
Knowing that the majority of respondents in UDRP cases do not file a
response, complainants may be tempted to leave out potentially damaging

facts. Do not get lured into that trap.

The UDRP guidelines are silent on whether the complainant may file a
Gsupplemental response after the respondent files a response. Therefore, if
the respondent files a response that brings up additional facts or elements not
addressed in the original complaint, address those issues in a supplemental
response. The worst that could happen is the Panel will refuse to read it. In
most cases, however, the Panel will accept a supplemental response.

1. See, e.g., Pulko v. Frazier, WIPO case no. D2006-0099 (Mar. 15, 2006).

2. UDRP ¢ 4.a. (emphasis added).

the domain name and its history of dealing with
the respondent, including the acknowledgment
of and implied consent to the domain name.*®
The Panel also admonished the complainant
and its counsel for disclosing only those facts
it considered to support its case and for with-
holding material, inconvenient facts.
Takeaway. The Panel will consider all
relevant facts, not just those that favor the
complainant. Although respondents often
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fail to file a response, it is not advisable to
leave out relevant bad facts in the complaint.
Additionally, the date of the USPTO trademark
(filing or registration) is potentially a key date
in a UDRP proceeding.

» jelanijenkins.com." In fall 2007, the com-
plainant, Jelani Jenkins, was a star sophomore
football linebacker at Good Counsel High
School in Olney, Maryland. In January 2008,
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the respondent registered jelanijenkins.com
and jelanijenkins.net. In March of that year,
the respondent married Kenneth Jenkins,
a former NFL player with no relation to the
complainant. From 2009 through 2013, the
complainant played football at the University
of Florida. The Miami Dolphins drafted him
in April 2013. In March 2014, the respondent
called the complainant and offered to sell him
the domain names for $10,000. The complainant
filed a UDRP complaint. In response, the
respondent argued she registered the name for
use with a potential future child. She further
argued she could not have foreseen Jenkins’s
success in 2008 when she purchased the domain
name, because according to the NFL only 215
of every 100,000 football-playing high school
seniors reach the professional ranks.
Holding. The Panel ordered the domain
name transferred. The Panel held the respondent
did not have any rights or legitimate interests

in the domain name. The Respondent and her
husband did not have a child together. Further,
the respondent also happened to reside near
Olney High School and registered the disputed
domain name after the complainant had been
featured in significant media coverage. The Panel
concluded the registration was nothing more
than “an investment” in Jenkins'’s anticipated
athletic and professional success.*

» sirpaulmccartney.com.*® In 2001, Sir Paul
McCartney, through his companies, filed a
complaint to have transferred sirpaulmccartney.
com, paul-mccartney.com, and paul-mcca-
rtney.net. McCartney argued the respondent
had infringed his common law and registered
intellectual property rights in his name. The
respondent had registered over 365 celebrity
domain names, including anumber in the names
of the Beatles’ former members. In exchange for
the domain transfer, the respondent demanded

McCartney sign an agreement validating certain
extreme environmental beliefs related to the
respondent’s organization (to which McCartney
did not subscribe).

Holding. The Panel ordered the domain
name transferred. The Panel found the re-
spondent had registered and used the domain
names in bad faith, due to the above demand
and because the respondent had already used
the domain names to create the appearance
McCartney endorsed his beliefs.

Takeaway. Bad faith does not have to be
monetary in nature. The Panel stated,

No obligation is imposed on a trademark

owner to do any act, support any activity

or endorse or affirm any cause for any
respondent in order to retrieve a domain
name from that respondent that should
rightfully belong to that owner. To require
otherwise would permit a respondent to
effectively extort action of some nature from
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the celebrity—a result clearly in conflict
with the [UDRP].*

» genekelly.com.” In 2008, the Gene KellyImage
Trust filed a complaint against the respondent
for registration of genekelly.com. Before his
death in 1996, Kelly had granted the Trust the
rights to use his name, likeness, signature, image,
voice, and personality. A mark for “Gene Kelly”
did not exist at the USPTO.

Holding. The Panel ordered the domain
name transferred. The Panel determined Kelly
held, and had assigned, common law rights in
hisname. The respondent was a repeat bad faith
offender with multiple prior domain name cases.

Takeaway. Common law rights in a famous
name may survive a celebrity’s death.

» edwardvanhalen.com.* The famous guitarist
filed a complaint alleging the respondent
coopted use of edwardvanhalen.com. The
respondent claimed she was intending to
establish a legitimate fan site. Van Halen alleged
bad faith because of the respondent’s “failure
to add content to the website for over a year.”*

Holding. The Panel denied the complaint.
The Panel held the establishment of a fan
website theoretically could be a legitimate
use, despite the fact the respondent could not
provide any additional evidence of fandom or
fan activities. Van Halen failed to demonstrate
the respondent’s registration and use was in
bad faith, such as by showing extortion or
financial gain.

Takeaway. This case reinforces the impor-
tance of proving each element of the UDRP
claim, especially where the Panel will decide
the merits of the dispute on the pleadings alone.

Update. Currently, both eddievanhalen.
com and edwardvanhalen.com forward to the
guitarist’s official site atwww.eddievanhalen.com.

» brucespringsteen.com.” In 2000, New Jersey’s
favorite son filed a complaint asserting the
respondent, who owned approximately 1,500
celebrity domain names, had registered and used
brucespringsteen.com in bad faith, including by
linking it to Celebrity1000.com, an online site that
respondent owned and operated and was the end
point for many of those 1,500 domain names.
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Holding. The Panel denied the complaint.
Although the Panel found Springsteen had
common law rights in his name, Springsteen
could not establish the respondent’s intent for
commercial gain through misleadingly diverting
Springsteen’s fans. In addition, the Celebrity1000
site itself did not appear to tarnish Springsteen’s
rights. The Panel stated:

For all the reasons set out above, the users
of the internet do not expect all sites bearing
the name of celebrities or famous historical
figures or politicians, to be authorised or
in some way connected with the figure
themselves. The internet is an instrument
for purveying information, comment, and
opinion on a wide range ofissues and topics.
It is a valuable source of information in
many fields, and any attempt to curtail its
use should be strongly discouraged. Users
fully expect domain names incorporating
the names of well known figures in any
walk of life to exist independently of any
connection with the figure themselves, but
having been placed there by admirers or
critics as the case may be.*

Takeaway. Fan sites must be used or regis-
tered in bad faith to warrant transfer of a domain
name to the complainant.
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» jenna.com.%® In 2004, Jenna Massoli, a/k/a
Jenna Jameson, filed a complaint against the
registrant of jenna.com. Jameson and her com-
pany, Jennasis Entertainment, had registered
trademarks for “Jenna” and “Jenna Jameson.”
Before that registration, however, the respondent
had registered jenna.com and used it in con-
nection with adult entertainment for a number
of models, all with the first name “Jenna.”

Holding. The Panel denied the complaint.
The Panel ultimately found the respondent’s
use of the domain name constituted a bona
fide use related to goods or services predating
the complainant’s trademark registrations.
Moreover, in 1999 the respondent’s predeces-
sor-in-interest received a letter from Jameson’s
representatives disclaiming any ownership
rights in the disputed domain name, stating “[y]
ou are free to create any content at all for www.
jenna.com, so long as it does not include any
mention to Jenna Jameson or ... her intellectual
property.”* The Panel stated, “Respondent has
made out a good case that before any notice of
the dispute, it used the disputed domain name
in connection with abona fideoffering of goods
or services.”*

Takeaway. Look out for any rights a pre-
decessor-in-interest may have, as these may
supersede a complainant’s rights.

» pamanderson.com.* In 2010, the starlet and
Playboy model filed a complaint against the
respondent for alleged improper use and reg-
istration of pamanderson.com. The parties had
previously disputed the respondent’s registration
of pamelaanderson.com, pamelaanderson.net,
and pamelalee.com, resulting in a transfer of
each to Anderson. The domain name was not
in use when Anderson filed the complaint. The
respondent was also involved in numerous
other domain name disputes, including with
Sandra Bullock, Ashley Judd, Cameron Diaz,
Lynda Carter, Tom Cruise, Larry King, and J.R.R.
Tolkien. Notably, the respondent had registered
the domain name at issue in 1997, two years
before the effective date of the UDRP in 1999
and 13 years before the WIPO complaint.
Holding. The Panel ordered the domain
name transferred. WIPO held the UDRP ret-
roactively applied via respondent’s registration
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agreement with the registrar. The Panel further
held the doctrine of laches did not apply to
a domain name dispute. Notably, one panel
member dissented, calling into question why
Anderson did not file her complaint sooner.
Takeaway. File complaints expeditiously
because laches may be found to apply.

» tedturner.com.’” In 2002, Ted Turner filed
a complaint related to the respondent’s use
of tedturner.com. The respondent, a college
student, claimed to have registered the site to
posthis student work, including a report on Ted
Turner and his business successes.

Holding. The Panel denied the complaint. The
Panel made specific note of the fact Ted Turner
was famous for his business dealings, rather than
artistic achievements, but nonetheless held he
had acquired rights in his name due to his fame.
Yet while “Turner” was used in association with
many of his business entities, “Ted Turner” was
not, and Turner’s legitimate use in commerce
was via his surname alone. Turner also had not
filed to register a federal trademark in his name
until well after the respondent registered the
domain name, and after the complaint was filed.
Turner therefore could not establish legitimate
commercial rights (either statutory or common
law) in his full name.

Use of Stage Names
» sting.com.®® In July 2000, Gordon Sumner,
a/k/a “Sting,” filed a complaint for the re-
spondent’s registration of sting.com. Sumner
had used the name Sting in connection with
worldwide touring and merchandise since 1978,
but did not have any registered trademarks for
it. The respondent registered sting.com in 1995,
but did not use it in any way until 2000, after
Sumner contacted him about it. The respondent
then linked the website to gunbroker.com and
offered to sell it to Sumner for $25,000.
Holding. The Panel denied the complaint.
The Panel ruled a nickname was not the same
as a birth name. Sumner could not prove any
legitimate interests in the specific word “sting,”
despite his continuous use of it for more than
20 years in the music business, because “sting”
is a common word in the English language.
This diminished any likelihood of confusion,
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and Sumner could not otherwise demonstrate
any statutory ownership of the name. Though
the Panel ultimately declined to rule on the
issue, it questioned whether the UDRP was
even applicable to disputes over nicknames
sounding in common words. Further, Sumner
had failed to establish any bad faith.

Takeaway. Nicknames may not be protect-
able in UDRP proceedings.

Update. Sumner subsequently purchased
the domain name directly from the respondent
for an undisclosed amount.

» madonna.com.*® In October 2000, Madonna
Ciccone, a/k/a “Madonna,” filed a complaint
regarding the registration of madonna.com. The
respondent had purchased the already-regis-
tered domain name for $20,000 and linked it to
apornographic website. He had also registered
a trademark for “Madonna” in Tunisia and
included a disclaimer on the website that it
was “not affiliated or endorsed by the Catholic
Church, Madonna College, Madonna Hospital
or Madonna the singer.”®® The respondent
eventually took down the pornographic material
but left the disclaimer in place.

Holding. The Panel ordered the domain
name transferred. The Panel easily found a
likelihood of confusion, because Madonna
had registered marks in her name (in contrast
to the Sting case) and had used her first name
as a professional name since 1979. The legiti-
mate interest factor was less clear due to the
respondent’s Tunisian mark registration. The
Panel held, however, that the Tunisian mark
alone was insufficient to establish a legitimate
interest in the mark, primarily because the
respondent admitted he had obtained the
mark solely to establish rights in the domain
name. Finally, the Panel held respondent had
obtained the domain name solely to trade off
Madonna’s fame, and he could not provide any
other plausible purpose.

Takeaway. Respondent’s bad faith acqui-
sition was sufficient to satisfy the requirement
of bad faith registration. As an aside, the Pan-
el found—although it did not rely upon the
fact—the respondent had tarnished Madonna'’s
reputation through the link to a pornographic
site. This finding was made despite the fact
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Madonna had previously posed in Penthouse
and published the book Sex because, unlike
those events, Madonna had no ability to control
the “creative intent” or “standards of quality”
of the linked porn site.*!

» dylanlarkin71.com.®® Dylan Larkin, a center
for the Detroit Red Wings hockey club, filed a
complaint regarding dylanlarkin71.com. Shortly
thereafter, the respondent emailed Larkin’s
agent, stating in part, “I have received multiple
offers from people wanting to buy [the Domain
Name] and being a Detroit Red Wings fan and a
huge fan of Dylan Larkin, I wanted to first give
you the opportunity to do so before I put it up
for sale.”®® After several email exchanges, the
respondent ultimately replied he had received
“much better” offers from others and was going
to pursue other options.** A complaint was
immediately filed thereafter.

Holding. The Panel ordered the domain
name transferred. Larkin had not registered a
mark associated with his name, but his celebrity
was sufficient to establish common law rights
in it. Relying on the Jenkins case, the Panel held
Larkin had rights in his name by way of his use
of it as a professional hockey player. There was
no evidence the respondent intended to do
anything with the domain name other than
extort money from Larkin.

Takeaway. The respondent demonstrated
bad faith by stating he was considering better
offers from other suitors. In addition, there was
some question about whether the respondent’s
inclusion of Larkin’s jersey number interfered
with common law rights in the domain name.
Ultimately, the Panel found the use of the num-
ber in addition to the name strengthened the
complainant’s argument, stating “the additional
number does not meaningfully distinguish
the Domain Name from the mark. Indeed, the
fact that Complainant wears number 71 on his
sweater indicates that confusing similarity may
be exacerbated by the '71.”%

Names that are also Trademarks

» mikerowesoft.com. In August 2003, Mike
Rowe, then a 17-year-old Canadian student,
registered mikerowesoft.com as a play on his
own name and set it up as a part-time web
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design business. Microsoft Corporation, viewing
the name as phonetically similar to its famous
brand and thus infringing on its mark, wrote
Rowe and demanded transfer of the domain
name. After Rowe offered to sell the name, the
computer megacorporation offered Rowe $10
for out-of-pocket expenses in registering it.
Rowe countered, requesting $10,000. Microsoft
replied with a 25-page cease and desist letter,
accusing Rowe of cybersquatting. Rowe went
to the press and garnered substantial media
attention. The attention was so great that Rowe’s
webpage crashed and he was forced to move the
domain to a new Internet provider with higher
capacity. He also received thousands of dollars
in donations and free legal advice. The case
became a public relations mess for Microsoft,
which was pitted as the big bully corporation
attacking the poor teenager.

Holding. None. Microsoft filed a UDRP
complaint,* butitand Rowe ultimately reached

an out-of-court settlement whereby Rowe
transferred the domain to Microsoft. As part
of the settlement, Microsoft also set up a new
website for Rowe, mikeroweforums.com, and
gave Rowe an X-Box and an all-expenses-paid
trip to the Microsoft Research Tech Fest in
Redmond, Washington. Rowe donated the
majority of the monies he received to a children’s
hospital, with the remainder funding his college
education. Rowe went on to found Magic Pixel
Labs, which creates iOS and Android apps.

Takeaway. Don’t be too heavy-handed
in domain-name dispute communications,
particularly when a dispute may be reasonably
and amicably resolved.

» armani.com.’ In 2001, the fashion company
sued Anand Ramnath Mani (A.R. Mani), a
graphic designer and illustrator, for the latter’s
registration of armani.com in 1995. The design
company owned a trademarkrelated to “Armani”

and was upset that the respondent had registered
the domain name, in accordance with his
initials, for use with several of his businesses.
The respondent demonstrated he had used his
name in commerce since atleast 1981. Armani
offered the respondent money for the domain
name on several occasions over a period of
several years. When those efforts proved fruitless,
Armani filed the complaint.

Holding. The Panel denied the complaint.
The Panel held the designer had legitimate
business use for the domain name and the fashion
company could not demonstrate bad faith.

» samfrancis.com.® In a dispute over samfrancis.
com, the estate of the abstract expressionist Sam
Francis sued an Aspen, Colorado art gallery for
its use of the domain name in connection with
selling lithographs, etchings, and screen prints of
the artist’s paintings. The respondent argued its
disclaimer madeit clear the site was a commercial
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gallery that merely sold works by the artist Sam
Francis and was not run by Sam Francis himself.
Holding. The Panel denied the complaint.
The complainant could not prove bad faith.
The Panel declined to decide whether the
studio demonstrated a legitimate business use
in the domain name or whether its use of the
domain name could constitute a fair use under
U.S. trademark law. Both potentials, however,
rebutted any bad faith in connection with the
registration and use of the domain name.

Special Considerations for Politicians
» annemclellan.com.® McLellan is a Canadian
academic and politician. While serving as a
member of the Canadian Parliament and the
Minister of Justice, she filed two complaints
regarding the respondent’s registration of
annemclellan.com and annemclellan.org.
Holding. The Panel ordered the domain
names transferred. The Panel determined
McLellan had acquired sufficient common law
rights in her name via her fame as a politician.

» kathleenkennedytownsend.com.” Townsend
isaformer U.S. politician and arelative of the late
Robert Kennedy. In 2002, she filed a complaint
concerning the respondent’s registration of
kathleenkennedytownsend.com. At that time,
Townsend was the lieutenant governor of Mary-
land and a potential candidate for Maryland’s
upcoming governor race. The respondent had
registered the domain name atissue, in addition
to 10 other related domains, and had not done
anything with them.

Holding. The Panel denied the complaint.
Notably, the Panel contradicted McLellan,
holding Townsend could not establish common
law rights in her name solely based on her work
as a politician. It relied on a 1999 WIPO report
that stated the UDRP’s application “should
be limited to personal names that had been
commercially exploited.”” The Panel stated,
“the protection of an individual politician’s
name, no matter how famous, is outside the
scope of the Policy since it is not connected with
commercial exploitation as set out in the Second
WIPO Report”? It additionally noted that had
her political organization brought the complaint
instead of Townsend, the outcome may have
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Fame alone may
not be enough to
meet the UDRP’s
requirement of
demonstrating
use of the
disputed mark
in commerce.
To be safe, a
politician needs
to show actual
use of the mark in
commerce, either
via registration
or common
law rights.
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been different, because the organization would
qualify as an entity using the politician’s name
within the scope of the UDRP’s commercial
protections.”™

Takeaway. Make sure the correct party is
named as the complainant.

» hillaryclinton.com.™ In February 2005, then
Senator Clinton filed a complaint against the
respondent, who had registered hillaryclinton.
com. The respondent used the disputed domain
name to redirect to a generic search engine. The
Panel viewed the evidence in the light most
favorable to Clinton because the respondent
failed to file a response.

Holding. The Panel ordered the domain
name transferred. The Panel held Clinton had
established common law rights in her name
through the use of it in the marketplace—Clinton
was then a best-selling author of four books
that sold millions of copies—as well as her
position as an internationally famous politician.
The Panel found the respondent did not have
any legitimate rights in the domain and had
registered and used it in bad faith.

Takeaway. Fame alone maynotbe enough to
meet the UDRP’s requirement of demonstrating
use of the disputed mark in commerce. To be
safe, a politician needs to show actual use of
the mark in commerce, either via registration
or common law rights.

Conclusion

The UDRP offers an efficient process for do-
main-name registration disputes. Practitioners
filing UDRP cases should pay careful attention
to UDRP precedent to ensure they can prove
the elements of their claims. @

Leigh Augustine is the
managing partner at EIP
US, LLP—laugustine@eip.
com. Zach Warkentin is
I the principal of Warkentin
LLC. He advises companies and creatives on a
variety of intellectual property, risk, compliance,
and corporate issues—zach@warkentinllc.com.
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